
UNITED STATES'irgPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 



09/295;. 856 



04/21/99 



CGLLART 



IACTFm:i05 



r" TM02/0409 ~1 

ATTENs THOMAS F. LEBENS 
FITCH, EVEN, TABIN8< FLANNERY 
120 SOUTH LASALLE STREET 
SUITE 1600 

CHICAl^O IL 60603-4277 



EXAMINER 



RODRIQUEZ, P 



ART UNIT 



PAPER NUMBER 



2121 
DATE MAILED: 



04/09/0 1 



n 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Patents and Trademarks 



PTO-90C (Rev. 11/00) 



1- File Copy 



Office Action Summary 



Application No. 

09/295.856 



^ 

Applicant(s) 

COLLART, TODD R. 



Examiner 

Paul L Rodriguez 



Art Unit 

2121 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on 12 March 2001 . 
2a)\3 This action is FINAL. 2b)M This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex pa/te Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s) 1-18 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claims are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are objected to by the Examiner. 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(aHd) or (f). 

aOAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14)0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

15) S Notice of References Cited (PTO-892) 18) □ Interview Summary {PTO-413) Paper No(s). 

1 6) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 1 9) Q Notice of Infomnal Patent Application (PTO-1 52) 

17) S Infonnation Disclosure Statement(s) (PTO-1449) Paper No(s) 14. 20) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 01-01) 



Office Action Summary 



Part of Paper No. 17 
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DETAILED ACTION 



1 . The Preliminary amendment filed 12 March 2001 has been received and considered. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 . 1 7(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 12 March 2001 has been entered. 



3. The Information Disclosure Statement filed 12 March 2001 contained many references 
that were previously cited on the PTO-892s from the office action of March 2000 and December 
2000 and the PTO- 1449s that were submitted by the applicant. Examiner has lined through the 
references that were previously considered prior to this action and have considered the new 
references cited on the IDS filed 12 March 2001. 



4. The abstract of the disclosure is objected to because of failing to comply with 37 CFR 
§ 1.72(b). The word length of the abstract, for consistency with PCT, is required not to exceed 
150 words, replacing the MPEP § 608.01(b) range of 50-250 words. 



Information Disclosure Statement 



Specification 



5. The disclosure is objected to because of the following informalities: page 56 lines 10-11, 
following amendment A now recites ". . .are tested in the below herein." 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 112 



6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 1-5 and 1 1-18 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

8. Claim 1 recites the limitation "the tracking identifier" in claim 1 lines 10-11. The 



tracking identifier could refer to either the "electronic storage medium tracking identifier" or the 
"package tracking identifier"; there is insufficient antecedent basis for this limitation in the 
claim. 

9. Claim 1 recites the limitation "the tracking information" in claim 1 lines 13-14. The 
tracking information could refer to either the tracking information of step (e) or step (c), which 
are considered different by the examiner, there is insufficient antecedent basis for this limitation 
in the claim. 



10. Claim 1 1 recites the limitafion "the tracking information" in claim 1 1 line 15. The 
tracking information could refer to either the tracking information of the medium or the package, 
there is insufficient antecedent basis for this limitation in the claim. 
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1 1 . Claims 12-18 recites the limitation "providing a response to use of an electronic storage 
medium having a tracking identifier incorporated thereon" in claims 12-18 lines 1-3. Base claim 
1 1 transmits tracking information to the server derived from the package and never transmits the 
identifier or the information derived or read from the electronic storage medium. Therefore, 
claims 12-18 would never be able to have the server provide a response based on the use of the 
electronic storage medium having a tracking identifier because only the tracking information 
from the package was transmitted to the server. There is insufficient antecedent basis for this 
limitation in the claim. 

12. Due to the number of 35 USC § 1 12 second paragraph rejections, the examiner has 
provided a number of examples of the claim deficiencies in the above rejection(s), however, the 
list of rejections may not be all inclusive. Applicant should refer to these rejections as examples 
of deficiencies and should make all the necessary corrections to eliminate the 35 USC § 1 12 
second paragraph problems and place the claims in a proper format. 

Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

14. Claims 1-5 and 1 1-18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Brindze et al (U.S. Pat 5,822,291). The claimed invention reads on Brindze et al as follows: 
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Brindze et al discloses a method (and program) for tracking the distribution of content 
electronically (col. 3 lines 35-38), comprising the steps of: (a) incorporating an electronic 
storage medium tracking identifier onto an electronic storage medium (reference number 24, 
col. 1 lines 53-61, col. 3 line 39 - col. 4 line 33), (b) incorporating a package tracking identifier 
onto a package in which the electronic storage medium is stored (col. 5 lines 8-33), (c) storing 
tracking information in a database (reference number 48, col. 1 1 lines 53-61, col. 12 lines 1-18), 
(d) detecting the tracking identifier when the electronic storage medium is accessed by a 
computer (col. 1 lines 53-61, col. 3 line 39 - col. 4 line 33, col. 7 lines 45-52), (e) transmitting, 
as a function of the tracking identifier having been detected, tracking information to a server 
computer (col. 7 lines 45-66), (f) determining, as a function of the tracking information having 
been transmitted to the server computer, appropriate updated information utilizing logic in the 
server computer to transmit to the computer (col. 7 lines 52-58), wherein the server computer 
performs a table lookup to determine a retailer that sold the package (col. 1 1 line 53 - col. 12 
line 33), wherein the server computer performs a table lookup to determine one or more 
authorized titles (col. 9 lines 25-49), wherein the server computer transmits an information 
banner to the computer (col. 7 lines 52-56, col. 9 lines 15-24, it would be obvious to display the 
promotions as a banner, pop up window or any other appropriate means of displaying the item), 
wherein a transaction is written to a database memorializing processing (col. 5 lines 1-7, col. 9 
lines 35 - col. 10 line 20 and col. 12 lines 1-18) a program embodied on a computer readable 
medium for identifying and providing a response to the use of an electronic storage medium 
having a tracking identifier incorporated thereon, and a package having a tracking identifier 
thereon (Figures 2, 4 and 5), a code segment that reads the tracking identifier of the electronic 
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storage medium upon being input into a computer by a user (reference number 140), a code 
segment that detects, as a function of the tracking identifier, tracking information when the 
package is accessed by a computer (col. 8 lines 8-33, obvious that the vendor apparatus would 
contain firmware and/or software to perform ftinctions), a code segment that transmits the 
tracking information to a server computer (reference number 1 24), a code segment in the server 
computer that determines, as a function of the tracking information, appropriate updated 
information to transmit to the computer (col. 7 lines 52-58), wherein the server computer 
initiates authorized playback of authorized information utilizing a transaction from the server 
computer (col. 12 lines 1-18), including a code segment that receives live update information 
from the server computer (col. 5 lines 52-58, col. 9 lines 15-24) and including a code segment 
that posts indicia of video user information, and a suitable player to a database (col. 5 line 57 - 
col. 6 line 6, col. 7 lines 52-58). 

Claim Rejections - 35 USC § 103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. PatentabiHty shall not be negatived by the 
manner in which the invention was made. 

16. Claims 6-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Brindze et al 
(U.S. Pat 5,822,291) in view of Takahashi (U.S. Pat 5,878,020). 

Brindze et al teaches most of the instant invention as applied to claims 1-5 and 11-18 
above and also teaches an apparatus for tracking the distribution of content electronically (col. 3 
lines 20-38), the digital code representative of a tracking identifier of content on the optical disc 
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electronic storage medium (col. 3 lines 39-col. 4 lines 33), the apparatus including logic that 
detects the tracking identifier when the electronic storage medium is accessed by a computer 
(reference number 20), the apparatus including logic that transmits, as a function of the tracking 
identifier, tracking information to a server computer (reference number 28), and the apparatus 
including logic in the server computer that determines, as a function of the tracking information, 
appropriate updated information to transmit to the computer (reference number 40, col. 4 lies 62 
- col. 5 line?). 

Brindze et al fails to teach an optical disc electronic storage medium having a burst cut 
area and a digital code stored in the burst cut area; 

Takahashi teaches an optical disc electronic storage medium having a burst cut area 
(Abstract, figure 15, figure 21, col. 20 lines 32-65) and a digital code stored in the burst cut area 
(figure 15, figure 21, col. 20 lines 32-65). 

Brindze et al and Takahashi are analogous art because Brindze et al is a system for 
reading information stored in an auxiliary area on a mass storage device such as an optical disc 
and Takahashi provides the method for recording information on an optical disc. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to utilize the Burst Cut Area of Takahashi in the optical storage device 
of Brindze et al because Takahashi teaches increased speed for file management of mass storage 
devices such as an optical disc (col. 1 line 63 - col. 3 line 58). 

Response to Arguments 
17. Applicant's arguments filed 12 March 2001 have been fully considered but they are not 
persuasive. 
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20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul L Rodriguez whose telephone number is (703) 305-7399. 
The examiner can normally be reached on 6:30 - 4:00 M-Th and alternate F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Grant can be reached on (703) 308-1 108. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 305-3718 for regular 
communications and (703) 305-3718 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-9600. 

Paul L Rodriguez 
Examiner 
Art Unit 2121 

*** 

March 29, 2001 
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SUPERVISORY PATENT EXAMINER 
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